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The Examiner has reconsidered the rejection over JP 52-102678 and concluded 
that the claims are, in fact, patentable over this document because its teachings are 
extremely vague and to bridge the gap between that which is claimed and that which is 
contemplated by the reference would necessitate that the Examiner rely too much on 
hindsight. Okami, on the other hand, teaches every element of the claimed invention 
except for the chemical makeup of the adhesion promoter and the Examiner believes 
that the withdrawal of this rejection is premature, Applicant's Declaration under Rule 
1.132 notwithstanding. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 -8, and 13-19 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Okami et al,, U.S. patent # 6.074,963 for the reasons already of 
record. 

Concerning the rejection over Okami, it has been the Examiner's contention that 
(i) Okami mentions adhesion promoters, referred to as adhesives in column 5, line 50, 
and (ii) although the reference is silent as to what adhesives are desirable, those 
disclosed in the claims are obvious, and, hence, (iii) the claimed laminate is obvious in 
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view of the teachings of Okami which anticipates every element of the claimed invention 
except for the particular structural attributes of the claimed adhesion promoter. 

Applicant has furnished a Rule 1 .132 Declaration that outlines a pair of 
experiments wherein the adhesion of a composition exemplary of Applicant's invention 
to a polyimide-based film and a polyethylene naphthalate-based film is compared with 
the composition described by Okami. Ostensibly, Applicant will agree that the 
meaningful difference between the instant- and prior art compositions is that the latter is 
devoid of an adhesion promoter, let alone one having the structural attributes outlined in 
the claims. The outcome of those experiments is that the instant composition exhibits 
robust adhesion to the aforementioned films whereas the prior art composition exhibits 
no adhesion. Applicant alleges that this is an unexpected outcome but the Examiner 
respectfully disagrees. Indeed, the recognized role of an adhesion promoter is to do 
just that, promote/facilitate adhesion between the polymer matrix and a substrate. It 
does so by creating formal covalent chemical bonds between available chemical 
moieties on the substrate and available chemical moieties within the polymer. That is to 
say, the adhesion promoter contains at least one group that is chemically 
complimentary to a group found in the polymer matrix and a second group that is 
chemically complimentary with groups found at the surface of the substrate. Insofar as 
the prior art polysiloxane is peroxide/hydrosilylation curable, vinyl groups and SiH 
groups are obvious of substituents that an adhesion promoter could be outfitted with to 
create bonds with the host polymer. 
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As to the other functional group, the reinforcing material layer is one of a 
polyester, a polyimide, an acrylic resin, etc. Functional groups contained within these 
polymers based on the building blocks from which they are made may include 
carboxylic acid groups, amine groups, hydroxy groups. The skilled artisan will 
recognize that the second functional group of the adhesion promoter should be one that 
reacts with these and, further, that silicon-bound alkoxy groups and epoxy groups are 
obvious candidates. Again, Applicant's themselves have described these same 
adhesion promoters repeatedly for bonding silicones with a multitude of different 
substrates. 

The Examiner has noted that Applicants remarks emphasize that the instant 
invention shows markedly better adhesion with non-porous substrates than does the 
prior art composition, a result that is not unexpected in the Examiner's estimation. If 
Applicant had any firm support for inserting the limitation that the intermediate layer is 
non-porous, the Examiner would then be inclined to withdraw this rejection but nowhere 
in Applicant's Specification is the phrase "non-porous" disclosed. 

Any inquiry concerning this communication or eariier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272- 
1096. The examiner can normally be reached on Monday-Friday 8:00-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jim Seidleck can be reached on 571-272-1078. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications Is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

October 4, 2007 




MARC S.TIMMER 
PRIMARY EXAMINER 



